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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Registration No. 2,700,210 

Issued March 25, 2003 

 

John Tacconelli,     Cancellation No: 92063185 

 Petitioner,     Registration No: 2700210 

      

v.    

     

Tacconelli’s Empire, LLC  

Respondent.     

     

      

  

 

REQUEST FOR CONTINUED SUSPENSION OF PROCEEDINGS 

 

Petitioner requests a continued suspension of the proceedings at the TTAB pending 

resolution of the civil proceedings in the US District Court for the Eastern District of 

Pennsylvania. In June 2018, the US District Court granted petitioner’s motion for leave (Exhibit 

A) and allowed the filing of a second amended complaint (Exhibit B). The most recent 

scheduling order for the matter is shown in Exhibit C. The parties have exchanged expert reports. 

Neither party filed a dispositive motion or rebuttal expert report. Petitioner is currently waiting 

for the issuance of a pre-trial/trial schedule. 

  



 

	

Petitioner requests the continued suspension of the Cancellation proceeding pending the 

resolution of the District Court litigation. 

 

 

Respectfully submitted 

Obermayer, Rebmann Maxwell & Hippel, LLP   

 

 

Dated: 31 January 2019              By: /Joseph F. Aceto/ 

      Joseph F. Aceto 

      Dominic S. Liberi 

      Jeffrey S. Batoff 

Centre Square West 

Philadelphia, PA 19102 

(215) 665-3000 

Attorneys for Petitioner John Tacconelli 

  



 

	

 

CERTIFICATE OF SERVICE 

 

I hereby certify that a true and complete copy of the foregoing REQUEST FOR CONTINUED 

SUSPENSION OF PROCEEDINGS has been served on Norman E. Lehrer, counsel for 

Defendant, by electronic mail on 31 January 2019. 

 

Norman Lehrer, Esq. 

Norman E. Lehrer, P.C. 

1205 North Kings Highway 

Cherry Hill, NJ 08034 

patents@pobox.com      

 Respectfully submitted 

/Joseph F. Aceto/   

Joseph F. Aceto 

OBERMAYER REBMANN MAXWELL HIPPEL LLP 

1500 MARKET ST, CENTRE SQUARE WEST STE 3400  

PHILADELPHIA, PA 19102 
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IN THE UNITED STATES DISTRICT COURT 

FOR THE EASTERN DISTRICT OF PENNSYLVANIA 

 

JOHN TACCONELLI : 

 Plaintiff, : 

  :   CIVIL ACTION  

 v. : 

  :   NO.: 16-2348 

TACCONELLI’S EMPIRE, LLC et al.  : 

 Defendants. : 

 

ORDER 

AND NOW, this 1
st
 day of June, 2018, upon consideration of Plaintiff’s Motion to Amend the 

Complaint (ECF No. 64) and Defendants’ Response in Opposition thereto (ECF No. 66), it is hereby 

ORDERED that Plaintiff’s Motion (ECF No. 64) is GRANTED.
1
 The Clerk of Court is directed to 

file Plaintiff’s Amended Complaint, as appended to Plaintiff’s Motion (ECF No. 64-1). 

A Case Management Order will issue forthwith. 

 

 

BY THE COURT: 

 

        /s/ C. Darnell Jones, II  

        C. Darnell Jones, II J. 

 

                                                           
1
 The Court assumes the parties’ familiarity with the complex procedural background of the above-captioned 

matter. Federal Rule of Civil Procedure 15(a)(2) instructs that where justice so requires, the court should freely 

grant leave to amend. The instant amendment will be Plaintiff’s first, and Plaintiff previously advised all parties 

of his intention to seek amendment at the in-person status conference held on March 21, 2017. As such, this 

Court finds that amendment serves the interest of justice, here.  
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5193599 

 
IN THE UNITED STATES DISTRICT COURT FOR THE  

EASTERN DISTRICT OF PENNSYLVANIA  

 

 

JOHN TACCONELLI, 

 

 Plaintiff 

 

                           v. 

 

TACCONELLI’S EMPIRE, LLC, 

SUGARHOUSE HSP GAMING, L.P. and 

VINCENT TACONELLI, JR. 

 

 Defendants.  

 

 

 

 

 

Civil Action No. 16:2348 

 

 

 

JOHN TACCONELLI’S SECOND AMENDED 

COMPLAINT AGAINST TACCONELLI’S EMPIRE, LLC, 

SUGARHOUSE HSP GAMING, L.P. AND VINCENT TACCONELLI, JR.  

 

Plaintiff, John Tacconelli (“John” or “Plaintiff”), by and through his undersigned counsel, 

hereby files his Second Amended Complaint against defendants, Tacconelli’s Empire, LLC 

(“Tacconelli’s Empire”), Vincent Tacconelli, Jr. (“Vincent Jr.”), and Sugarhouse HSP Gaming, 

L.P. (“Sugarhouse,” collectively with Tacconelli’s Empire and Vincent Jr., “Defendants”), as 

follows:
 1
 

1. Plaintiff John Tacconelli seeks to rectify the register with respect to Service Mark 

No. 2,700,210 because it was procured through fraud on the United States Patent & Trademark 

Office (“USPTO”) and because it falsely suggests a connection with John’s business, 

Tacconelli’s Pizzeria located 2604 East Somerset Street, Philadelphia, PA (the “Original 

Tacconelli’s”), of which there is none.  John also seeks declaratory relief that the license 

agreement entered into between Tacconelli’s Empire and Sugarhouse is void ab initio and 

                                                 
1 On March 21, 2017, this Court entered an order dismissing with prejudice all claims between Tacconelli’s Empire 

and Mercer Café II, LLC.   Pursuant to this Court’s March 21, 2017 Order, on March 28, 2017, the remaining parties 

entered into a stipulation re-captioning the action to identify John Tacconelli as plaintiff and Tacconelli’s Empire, 

Vincent Jr., and Sugarhouse as defendants. 
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unenforceable because Tacconelli’s Empire and Vincent Jr. have no valid or enforceable rights in 

the TACCONELLI’S PIZZERIA mark, as the mark was procured through fraud on the USPTO 

and/or by falsely suggesting a connection with the Original Tacconelli’s.  Lastly, John asserts 

various statutory and common law claims related to his mark, TACCONELLI’S PIZZERIA, 

specifically for infringement, dilution, unjust enrichment and unfair competition.  With respect to 

his statutory and common law claims, John seeks injunctive relief, as well as recovery of his 

damages sustained, disgorgement of Defendants’ profits, and reimbursement of his attorneys’ 

fees and costs.  

2.    This Court has jurisdiction over John’s claims against Defendants pursuant to 

28 U.S.C. § 1331, 28 U.S.C. § 1338(a) and 15 U.S.C. § 1121(a) because they arise under the 

Lanham Act.  This Court has jurisdiction over John’s requests to rectify the register pursuant to 

15 U.S.C. § 1119, as there are independent grounds for subject matter jurisdiction, including a 

claim herein for unfair competition under the Lanham Act, 15 U.S.C. § 1125(a), as well as 

pendent state law claims.  This Court has subject matter jurisdiction over John’s pendent state 

common law claims under 28 U.S.C. § 1367(a) because they are so related to the federal claims 

in that they form part of the same case or controversy and derive from a common nucleus of 

operative fact.  

3. Defendant Tacconelli’s Empire is a New Jersey limited liability company with a 

principal place of business at 27 W. Main Street, Maple Shade, NJ 08052. 

4. Defendant Vincent Tacconelli, Jr. (“Vincent Jr.”) is an adult citizen with an 

address of 15 Woodbine Avenue, Maple Shade, New Jersey 08052.  Vincent Jr. is the owner of 

Tacconelli’s Pizzeria located at 27 W. Main Street, Maple Shade, NJ 08052 (“Tacconelli’s New 

Jersey”). 
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5. Defendant Sugarhouse HSP Gaming, L.P. (“Sugarhouse”) is a Delaware limited 

liability company with a principal place of business at 1001 N. Delaware Avenue, Philadelphia, 

Pennsylvania. 

6. This Court has personal jurisdiction over Defendants because Vincent Tacconelli, 

Jr.’s residence is within 100 miles from the District Courthouse, Tacconelli’s Empire’s principal 

place of business is within 100 miles from the District Courthouse, and Sugarhouse’s principal 

place of business is within the District. 

BACKGROUND 

7. Plaintiff John Tacconelli is the current owner of Tacconelli’s Pizzeria, located at 

2604 East Somerset Street, Philadelphia, Pennsylvania (Original Tacconelli’s).  

8. John, his parents, and his grandparents have invested decades and a substantial 

amount of money in creating, developing, and promoting the Original Tacconelli’s, and the 

professional quality of its goods and services, and John Tacconelli continues to spend substantial 

amounts of time and money in the promotion of same.   

9. The mark TACCONELLI’S PIZZERIA has been in continuous use at the Original 

Tacconelli’s for over seventy years since 1946. 

10. John, his parents, and his grandparents have created secondary meaning and brand 

recognition since 1946 around their pizza and tomato pies uniquely cooked in their custom-

designed brick oven to give their pizzas and tomato pies a crisp light taste.  The Original 

Tacconelli’s pizza and tomato pies have received numerous awards and accolades, including 

“Best in Philly.”  The Original Tacconelli’s was also named by Food and Wine Magazine as one 

of the top pizza places in the United States. 
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11. Vincent Jr. never owned the Original Tacconelli’s.  Though Vincent Jr. paid rent 

for the right to operate the Original Tacconelli’s from 1998 to 2002, only five years out of the 

more than seventy years of continuous operation, his parents, Barbara Tacconelli (“Barbara”) 

and Vincent Tacconelli, Sr. (“Vincent Sr.”) owned the business. 

12. During the five year period from 1998 to 2002 when Vincent Jr. operated the 

Original Tacconelli’s, he was required to remit rent to his parents for the business. 

13. At the end of 2002, suddenly, and with little notice, Vincent Jr. left the Original 

Tacconelli’s.  Vincent Sr. and Barbara were forced to come out of retirement to operate the 

Original Tacconelli’s after Vincent Jr. left. 

14. Vincent Jr. has not returned to the Original Tacconelli’s since he ceased renting 

the business from his parents in 2002.  Vincent Jr. abandoned the Original Tacconelli’s as of the 

time he left in December 2002. 

15. From the time Vincent Jr. left the Original Tacconelli’s he made no more 

payments to his parents for rent for the business. 

16. From the time Vincent Jr. left the Original Tacconelli’s, no revenue ever appeared 

on his tax returns nor were there deductions of expenses from the Original Tacconelli’s. 

17. Shortly before leaving the Original Tacconelli’s, Vincent Jr., in June 2002, after 

having rented the business from his parents for four and half years, and just six months before he 

left, sought federal registration for the servicemark TACCONELLI’S PIZZERIA with the 

USPTO. 

18. At the time the application was filed with the USPTO, Vincent Jr.’s father and 

mother, Vincent Sr. and Barbara owned the Original Tacconelli’s. 
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19. In applying for federal registration of the mark, Vincent Jr. knowingly made false 

statements and/or concealed the truth as to material facts in connection with his application for 

the servicemark TACCONELLI’S PIZZERIA with the intent to deceive the USPTO.  Vincent 

Jr.’s Application and Declaration, attached hereto as Exhibit 1 (“Original Application”). 

20. Vincent Jr. knew at the time he sought to register the servicemark that he did not 

own the Original Tacconelli’s, which was at all material times owned by his parents, Vincent Sr. 

and Barbara Tacconelli, and then by John.  

21. Nonetheless, Vincent Jr. falsely declared and/or concealed the truth, with an intent 

to deceive the USPTO, that he was the true owner of the Original Tacconelli’s, and/or the 

TACCONELLI’S PIZZERIA mark.  Ex. 1. 

22. Vincent Jr. also falsely declared and/or concealed the truth, with an intent to 

deceive the USPTO, that he was authorized to seek registration for the TACCONELLI’S 

PIZZERIA mark. 

23. Vincent Jr., knowingly and falsely submitted as his own and/or concealed the 

truth, with an intent to deceive, a restaurant article on the best pizza in America, which describes 

his parents’ Original Tacconelli’s with images of his parents’ oven and facility taken from an 

article in Expedia Travel magazine, and also, knowingly and falsely submitted as his own and/or 

concealed the truth, with an intent to deceive, his parents’ Original Tacconelli’s “Best in Philly” 

award.  Ex. 1. 

24. Vincent Jr. also falsely claimed to the USPTO and/or concealed the truth, with an 

intent to deceive, that he possessed rights in the TACCONELLI’S PIZZERIA mark based on the 

use of the mark in interstate commerce since as early as 1929.  Ex. 1.   
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25. However, Vincent Jr. knew these statements to be false and intentionally 

misrepresented and/or concealed the truth, with an intent to deceive the USPTO, as he possessed 

no ownership interest in the Original Tacconelli’s and could not claim the benefit of any prior or 

current use of the TACCONELLI’S PIZZERIA mark in connection with the operation of that 

business. 

26. Vincent Jr. also intentionally mispresented to the USPTO and/or concealed the 

truth, with an intent to deceive, that no one else had a right to use the TACCONELLI’S 

PIZZERIA mark in commerce.  At the time Vincent Jr. made such declaration to the USPTO, he 

knew that his parents, Vincent Sr. and Barbara, had a right to use the TACCONELLI’S 

PIZZERIA mark. 

27. Vincent Jr. identified his home address for all correspondence  from the USPTO, 

rather than the business address of the Original Tacconelli’s so that he could conceal from his 

parents, the owners of the Original Tacconelli’s, that he had applied for a federal servicemark. 

28. On or about August 30, 2002, the USPTO issued an Office Action, refusing to 

register the TACCONELLI’S PIZZERIA mark because the mark was merely a surname.  Office 

Action, attached hereto as Exhibit 2. 

29. In response to the Office Action, on or about September 30, 2002, Vincent Jr. 

asserted that the mark had acquired distinctive recognition beyond its surname.  Supplemental 

Declaration, attached hereto as Exhibit 3. 

30. Vincent Jr. concealed his departure from the Original Tacconelli’s in December 

2002 from the USPTO with an intent to deceive.  Specifically, he never advised the USPTO that 

he was no longer affiliated with the Original Tacconelli’s.  He further concealed the truth from 
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the USPTO, with an intent to deceive, that he was no longer using the TACCONELLI’S 

PIZZERIA mark in commerce after he left the Original Tacconelli’s. 

31. On or about March 4, 2003, Vincent Jr. formed Tacconelli’s Pizzeria, LLC, a 

limited liability company registered under the laws of New Jersey.  Vincent Jr. formed 

Tacconelli’s Pizzeria, LLC to open and run a new pizzeria he intended on opening in New 

Jersey, which was to have no connection with the Original Tacconelli’s. 

32. On March 25, 2003, the USPTO issued Service Mark Registration No. 2,700,210 

for the TACCONELLI’S PIZZERIA mark to Vincent Jr.  Registration, attached hereto as Exhibit 

4.  

33. Vincent, Jr. knowingly failed to advise the USPTO that he intended to use the 

mark “TACCONELLI’S PIZZERIA” for his New Jersey pizzeria (“Tacconelli’s New Jersey”), 

which had no connection or affiliation to the Original Tacconelli’s and did not open until July of 

2003. 

34. On or about August 11, 2008, Vincent Jr. knowingly, and with an intent to 

deceive, made false statements as to material facts to and/or concealed the truth from the USPTO 

in conjunction with the 2008 Combined Declaration of Use and Incontestability (Sections 8 & 

15) (the “2008 Combined Declaration”).  Exhibit 5. 

35. In the 2008 Combined Declaration, Vincent Jr., with intent to deceive, failed to 

correct the intentional falsehoods and concealments as set forth above in connection with his 

Original Application and Registration. 

36. In the 2008 Combined Declaration, Vincent Jr. falsely claimed and/or concealed 

the truth from the USPTO, with an intent to deceive, that he continuously used the mark in 

commerce for five consecutive years after the date of registration.  Vincent Jr. was not using the 
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mark in commerce as of the date of registration in March 2003.  Tacconelli’s New Jersey did not 

even open until later that year. 

37. In the 2008 Combined Declaration, Vincent Jr. made a false statement as to a 

material fact and/or concealed the truth from the USPTO, with an intent to deceive, when he 

submitted to the USPTO a business card from Tacconelli’s New Jersey as the specimen 

requirement.  

38.  In his Original Application and Supplemental Declaration, Vincent Jr. submitted 

evidence related to the Original Tacconelli’s as evidence for the mark’s use in commerce.  

Exhibits 1, 3.  Additionally, in his communications with the USPTO in 2002, he described the 

mark’s acquired distinctive recognition through its use at the Original Tacconelli’s, which was 

then owned by his parents, Vincent Sr. and Barbara, and, in fact, was still owned by his parents 

at the time he submitted the 2008 Combined Declaration. 

39. Absent from Vincent Jr.’s filing for the 2008 Combined Declaration was any 

mention of the Original Tacconelli’s, despite the fact that, as set forth above, the prior specimens 

submitted during the application process in 2002 were representative of the Original 

Tacconelli’s.  Exhibit 5.  

40. In his 2008 Combined Declaration, Vincent Jr. made no reference to the Original 

Tacconelli’s in order to intentionally deceive the USPTO into believing that both restaurants 

(i.e., the Original Tacconelli’s and Tacconelli’s New Jersey) were one-in-the-same, which they 

were not then, and are not now. 

41. On or about April 12, 2012, Vincent Jr. knowingly, and with an intent to deceive, 

made false statements as to material facts to and/or concealed the truth from the USPTO in 
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conjunction with the 2012 Combined Declaration of Use and/or Excusable Nonuse/Application 

for Renewal of Registration (Section 8 & 9) (the “2012 Combined Declaration”).  Exhibit 6. 

42. In the 2012 Combined Declaration, Vincent Jr., with intent to deceive, failed to 

correct the intentional falsehoods and concealments as set forth above in connection with his 

Original Application and Registration and the 2008 Combined Declaration. 

43. In the 2012 Combined Declaration, Vincent Jr. made a false statement as to a 

material fact to the USPTO and/or concealed the truth from the USPTO, with an intent to 

deceive, when he submitted to the USPTO a website image of Tacconelli’s New Jersey as the 

specimen requirement. 

44. In his original Application and Supplemental Declaration, Vincent Jr. submitted 

evidence related to the Original Tacconelli’s as evidence for the mark’s use in commerce.  

Exhibits 1, 3.  Additionally, in his communications with the USPTO in 2002, he described the 

mark’s acquired distinctive recognition through its use at the Original Tacconelli’s, which was 

then owned by his parents, Vincent Sr. and Barbara, and in fact, was owned by his brother John 

at the time he submitted the 2012 Combined Declaration. 

45. Absent from Vincent Jr.’s filing for the 2012 Combined Declaration was any 

mention of the Original Tacconelli’s, despite the fact that, as set forth above, the prior specimens 

submitted in his original Application and Supplemental Declaration were representative of the 

Original Tacconelli’s.  Exhibit 6. 

46. In his 2012 Combined Declaration, Vincent Jr. made no reference to the Original 

Tacconelli’s in order to intentionally deceive the USPTO into believing that both restaurants 

(i.e., the Original Tacconelli’s and Tacconelli’s New Jersey) were one-in-the-same, which they 

were not then, and are not now. 
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47. On or about August 24, 2015, Vincent Jr. purportedly assigned the 

TACCONELLI’S PIZZERIA mark to his own entity, Tacconelli’s Empire. 

48. On October 14, 2015, Tacconelli’s Empire entered into a purported Restaurant 

Consulting Agreement with Sugarhouse, whereby Tacconelli’s Empire purported to license the 

TACCONELLI’S PIZZERIA mark to Sugarhouse.  

49. At the time Sugarhouse entered into the aforesaid agreement, Sugarhouse was 

aware of the Original Tacconelli’s, but intentionally and in bad faith ignored the rights of 

JohnTacconelli, the owner of the Original Tacconelli’s, which is located less than two miles from 

the Sugarhouse Casino. 

50. Sugarhouse has since been selling inferior pizzas under its purported licensing 

agreement with Tacconelli’s Empire. 

51. A purchaser of pizza sold by Sugarhouse under the TACCONELLI’S PIZZERIA 

mark attempted to return Sugarhouse’s inferior pizza to the Original Tacconelli’s under the 

mistaken belief that there is some affiliation between the Original Tacconelli’s and Sugarhouse, 

of which there is none.  

52. On or about July 11, 2016, John caused a cease and desist letter to be sent to 

Sugarhouse, advising Sugarhouse that its use of the mark was improper.  July 11, 2016 letter, 

attached hereto as Exhibit 7. 

53. By way of letter dated July 18, 2016, Sugarhouse advised John Tacconelli that, 

inter alia, it had every legal right to continue its business under the TACCONELLI’S PIZZERIA 

mark pursuant to the licensing agreement.  July 18, 2016 letter from Sugarhouse, attached hereto 

as Exhibit 8. 
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54. In March 2017, after the Original Tacconelli’s was awarded a place on Food and 

Wine Magazine’s listing of the top Pizza Places in the United States, and while this this litigation 

was pending, Sugarhouse congratulated “Tacconelli Pizzeria for being named one of Food & 

Wine’s Best Pizza Places in the U.S.,” on Sugarhouse’s Facebook page knowing full well that 

the accolade had been awarded to the Original Tacconelli’s, and not to Vincent Jr. with whom it 

had entered into the purported licensing agreement. 

COUNT I 

RECTIFY THE REGISTER WITH RESPECT TO  SERVICE MARK 

REGISTRATION NO. 2,700,210 DUE TO FRAUD OR, IN THE ALTERNATIVE,  

CANCELLATION OF THE SERVICEMARK DUE TO FRAUD 

 

John Tacconelli v. Tacconelli’s Empire, LLC and Vincent Tacconelli, Jr. 

 

55. John incorporates by reference the preceding paragraphs 1 through 54, inclusive, 

as if fully set forth herein. 

56. As set forth above, Vincent Jr. made fraudulent statements with an intent to 

deceive the USPTO in registering and in his filings for the mark “TACCONELLI’S PIZZERIA.” 

57. Accordingly, John seeks the register to be rectified with respect to Service Mark 

Registration No. 2,700,210, or in the alternative, that the mark be cancelled pursuant to 15 

U.S.C. § 1064(3) because Vincent Jr. procured the registration, the 2008 Combined Declaration 

and the 2012 Combined Declaration by committing fraud on the USPTO.  

58. Tacconelli’s Empire and Vincent Jr. must be enjoined from using or attempting to 

license the mark “TACCONELLI’S PIZZERIA.” 

59. John has suffered irreparable harm and does not have an adequate remedy at law. 

60. Tacconelli’s Empire’s and Vincent Jr.’s actions are intentional and willful, 

extreme and outrageous, warranting the imposition of treble and/or punitive damages. 
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61. Tacconelli’s Empire’s and Vincent Jr.’s actions warrant this being declared an 

exceptional case. 

62. Accordingly, this Court should exercise its power under 15 U.S.C. § 1119 to 

rectify the register due to fraud, which would include, but not be limited to, changing ownership 

of the servicemark on the register, creating a constructive trust, or in the alternative, cancelling 

the registration due to fraud.  

 WHEREFORE, John Tacconelli respectfully requests judgment in his favor and 

demands that this Court rectify the register with respect to Service Mark Registration No. 

2,700,210 due to fraud, or, in the alternative, cancel Service Mark Registration No. 2,700,210 

pursuant to 15 U.S.C. § 1064(3) because the mark was procured by fraud on the United States 

Patent and Trademark Office.   John Tacconelli further respectfully requests that Tacconelli’s 

Empire, LLC and Vincent Tacconelli, Jr. be permanently enjoined from using or licensing the 

TACCONELLI’S PIZZERIA mark anywhere and everywhere that John Tacconelli possesses 

rights in that mark, including but not limited to enjoining Tacconelli’s Empire, LLC and Vincent 

Tacconelli, Jr. from further authorizing the use of the TACCONELLI’S PIZZERIA mark, along 

with this case being declared exceptional, an award of treble and/or punitive damages, attorneys’ 

fees, costs, interest and such other and further relief as permitted by law and/or which the Court 

may deem just and proper. 

 

 

 

 

 

 

 

 

 

 

Case 2:16-cv-02348-CDJ   Document 68   Filed 06/01/18   Page 12 of 77



5193599 

COUNT II 

 

RECTIFY THE REGISTER WITH RESPECT TO SERVICE MARK   

REGISTRATION NO. 2,700,210 DUE TO FALSE SUGGESTION  

OF A CONNECTION, OR, IN THE ALTERNATIVE, CANCELLATION OF THE  

MARK DUE TO FALSE SUGGESTION OF A CONNECTION  

 

John Tacconelli v. Tacconelli’s Empire, LLC and Vincent Tacconelli, Jr. 

 

63. John incorporates by reference the preceding paragraphs 1 through 62, inclusive, 

as if fully set forth herein. 

64. Vincent Jr.’s registration falsely suggests a connection with the Original 

Tacconelli’s in that:  (a) the mark TACCONELLI’S PIZZERIA is identical or at least a very 

close approximation of John’s (and his parents’ and grandparents’) business, the Original 

Tacconelli’s, which always has been known, and is still known, as “Tacconelli’s Pizzeria,” (b) 

the mark TACCONELLI’S PIZZERIA is recognized as such, in that it points uniquely and 

unmistakably to the Original Tacconelli’s, (c) John and the Original Tacconelli’s is not 

connected with the goods sold or the activities performed by Vincent Jr. and Tacconelli’s Empire 

under the mark, and (d) the Original Tacconelli’s is of sufficient fame or reputation that, when 

the TACCONELLI’S PIZZERIA mark is used on its goods or services, a connection with the 

Original Tacconelli’s would be presumed. 

65. Accordingly, John seeks the register to be rectified with respect to Service Mark 

Registration No. 2,700,210, or in the alternative, that the mark be cancelled pursuant to 15 

U.S.C. § 1052(a) and 15 U.S.C. § 1064(3), because the mark TACCONELLI’S PIZZERIA 

falsely suggests a connection with the Original Tacconelli’s, of which there is none. 

66. Tacconelli’s Empire and Vincent Tacconelli, Jr. must be enjoined from using or 

attempting to license the mark “TACCONELLI’S PIZZERIA.” 
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67. John Tacconelli has suffered irreparable harm and does not have an adequate 

remedy at law. 

68. Tacconelli’s Empire’s and Vincent Tacconelli, Jr.’s actions are intentional and 

willful, extreme and outrageous, warranting the imposition of treble and/or punitive damages. 

69. Tacconelli’s Empire’s and Vincent Tacconelli, Jr.’s actions warrant this being 

declared an exceptional case. 

70. Accordingly, this Court should exercise its power under 15 U.S.C. § 1119 to 

rectify the trademark register due to false suggestion of a connection, which would include, but 

not be limited to, changing ownership of the service mark on the register, creating a constructive 

trust, or in the alternative, canceling the registration due to false suggestion of a connection. 

 WHEREFORE, John Tacconelli respectfully requests judgment in his favor and 

demands that this Court rectify the register with respect to Service Mark Registration No. 

2,700,210 because the mark falsely suggests a connection with Tacconelli’s Pizzeria located at 

2604 E. Somerset Street, Philadelphia, PA 19134, or, in the alternative, cancel Service Mark 

Registration No. 2,700,210 pursuant to 15 U.S.C. § 1052(a) and § 1064(3) for the aforesaid 

reason.  John Tacconelli further respectfully requests that Tacconelli’s Empire, LLC and Vincent 

Tacconelli, Jr. be permanently enjoined from using or licensing the TACCONELLI’S PIZZERIA 

mark anywhere and everywhere that John Tacconelli possesses rights in that mark, including but 

not limited to enjoining Tacconelli’s Empire, LLC and Vincent Tacconelli, Jr. from further 

authorizing the use of the TACCONELLI’S PIZZERIA mark, along with this case being 

declared exceptional, and an award of treble and/or punitive damages, attorneys’ fees, costs and 

such other and further relief as permitted by law and/or which the Court may deem just and 

proper.  
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COUNT III 

 

DECLARATORY JUDGMENT 

 

John Tacconelli v. Tacconelli’s Empire, LLC,  Vincent Tacconelli, Jr. and 

Sugarhouse HSP Gaming, L.L.C. 

 

71. John incorporates by reference the preceding paragraphs 1 through 70, inclusive, 

as if fully set forth herein. 

72. Declaratory relief is appropriate pursuant to the Federal Declaratory Judgment 

Act, 28 U.S.C. §§ 2201-02, and this Court has the authority to declare the rights and obligations 

of John, Tacconelli’s Empire, Vincent Jr. and Sugarhouse as there is an actual controversy over 

the validity of the Restaurant Consulting Agreement and the extent of John’s rights to the use the 

mark. 

73. As set forth above, Vincent Jr. and Tacconelli’s Empire have no rights or interest 

in the TACCONELLI’S PIZZERIA mark as the mark was procured through fraud on the USPTO 

and/or by falsely suggesting a connection with the Original Tacconelli’s, of which there is none.   

74. Vincent Jr. and Tacconelli’s Empire, therefore, had and have no right to license 

the TACCONELLI’S PIZZERIA mark and the Restaurant Consulting Agreement between 

Tacconelli’s Empire and Sugarhouse is therefore void ab initio and unenforceable. 

75. Vincent Jr. and Tacconelli’s Empire also had and have no right to license the 

TACCONELLI’S PIZZERIA mark and enter into the Restaurant Consulting Agreement with 

Sugarhouse, thereby rendering that agreement void ab initio or unenforceable, because whatever 

rights Vincent Jr. and Tacconelli’s Empire may possess, if any, are junior and subordinate to the 

rights of the mark’s senior user, John. 

76. Specifically, notwithstanding the federal registration, John owns and enjoys 

superior common law rights in the mark TACCONELLI’S PIZZERIA for use in conjunction 
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with providing goods/services as a restaurant pizzeria in the protected trading area of the 

Original Tacconelli’s which existed at the time of federal registration of the mark. 

77. Given the geographic proximity between the Original Tacconelli’s and 

Sugarhouse, the Restaurant Consulting Agreement between Tacconelli’s Empire and Sugarhouse 

is also void ab initio and unenforceable because Sugarhouse is located well within John’s 

protected trading area as the senior user of the mark. 

78. As Vincent Jr. and Tacconelli’s Empire claim they are entitled to use the mark 

within the protected trading area of the Original Tacconelli’s owned by John, John requests a 

determination of the extent of the protected trading area of the Original Tacconelli’s. 

79. An actual controversy exists regarding (1) the validity and enforceability of the 

Restaurant Consulting Agreement between Tacconelli’s Empire and Sugarhouse by virtue of the 

filing of the First Amended Complaint and John’s Amended Answer and Defenses to the 

allegations asserted therein; and (2) the extent of the protected trading area of the Original 

Tacconelli’s, which is owned by John. 

80. Tacconelli’s Empire, Vincent Jr. and Sugarhouse must be enjoined from using or 

attempting to license the mark “TACCONELLI’S PIZZERIA.” 

81. John has suffered irreparable harm and does not have an adequate remedy at law. 

82. Despite informing Sugarhouse that it has no rights to use the mark 

TACCONELLI’S PIZZERIA, Sugarhouse continues to use said mark and/or unauthorized 

reproductions, counterfeits, copies and colorable imitations of language nearly identical or at 

least a very close approximation. 
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83. Because Sugarhouse has done so after having been informed that it has no right to 

the use of said mark, Sugarhouse is continuing its conduct intentionally and deliberately and, 

further, with a specific intention to harm John. 

84. Tacconelli’s Empire’s, Vincent Jr.’s and Sugarhouse’s actions are intentional and 

willful, extreme and outrageous warranting the imposition of treble and/or punitive damages. 

85. Tacconelli’s Empire’s, Vincent Jr.’s and Sugarhouse’s actions warrant this being 

declared an exceptional case. 

 WHEREFORE, John Tacconelli respectfully requests judgment in his favor and 

demands a declaratory judgment that the Restaurant Consulting Agreement between Tacconelli’s 

Empire, LLC and SugarHouse HSP Gaming, L.P. is void and unenforceable, and further 

respectfully requests that Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and Sugarhouse 

HSP Gaming, L.L.C. be permanently enjoined from using or licensing the TACCONELLI’S 

PIZZERIA mark anywhere and everywhere that John Tacconelli possesses rights in that mark, 

including but not limited to enjoining Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and 

Sugarhouse HSP Gaming, L.L.C. from further authorizing the use of the TACCONELLI’S 

PIZZERIA mark, along with this case being declared exceptional and an award of treble and/or 

punitive damages, attorneys’ fees, costs, interest and such other and further relief as permitted by 

law and/or which the Court may deem just and proper. 
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COUNT IV 

 

DECLARATORY JUDGMENT THAT THE ASSIGNMENT OF SERVICE 

MARK REGISTRATION NO. 2,700,210 IS INVALID UNDER 15 U.S.C. § 

1060 AND THAT TACCONELLI’S EMPIRE, LLC HAS NO RIGHTS IN 

THE MARK OR STANDING TO SUE JOHN TACCONELLI FOR 

DECLARATORY RELIEF. 

 

John Tacconelli v. Tacconelli’s Empire, LLC and John Tacconelli, Jr. 

 

86. John incorporates by reference the preceding paragraphs 1 through 85, inclusive, 

as if fully set forth herein. 

87. Declaratory relief is appropriate pursuant to the Federal Declaratory Judgment 

Act, 28 U.S.C. §§ 2201-02 and this Court has the authority to declare the rights of Tacconelli’s 

Empire under the Assignment of Trademark. 

88. Vincent Jr.’s assignment of Service Mark No. 2,700,210 is invalid under 15 

U.S.C. § 1060 because Vincent Jr. did not assign to Tacconelli’s Empire any assets or goodwill 

of the business connected with the use of and symbolized by the mark.  

89. Although the Assignment of Trademark nominally states that Vincent Jr. 

transferred Service Mark No. 2,700,210 and all rights and goodwill attaching thereto to 

Tacconelli’s Empire, Vincent Jr. did not, in fact, assign to Tacconelli’s Empire any assets or 

goodwill of the business connected with the use of and symbolized by the mark 

“TACCONELLI’S PIZZERIA.” 

90. Tacconelli’s Empire therefore has no rights in Service Mark No. 2,700,210 or 

standing to sue John for declaratory judgment. 

91. An actual controversy exists regarding the validity and enforceability of the 

Assignment between Vincent Jr. and Tacconelli’s Empire given their claim that they can use the 

mark “TACCONELLI’S PIZZERIA” anywhere they choose. 
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92. Tacconelli’s Empire must be enjoined from using or attempting to license the 

mark “TACCONELLI’S PIZZERIA.” 

93. John has suffered irreparable harm and does not have an adequate remedy at law. 

94. Tacconelli’s Empire’s actions are intentional and willful, extreme and outrageous, 

warranting the imposition of treble and/or punitive damages. 

95. Tacconelli’s Empire’s actions warrant this being declared an exceptional case. 

 WHEREFORE, John Tacconelli respectfully requests judgment in his favor and 

demands a declaratory judgment that the Assignment of Trademark between Vincent Tacconelli, 

Jr. and Tacconelli’s Empire, LLC is void and unenforceable, and further respectfully requests 

that Tacconelli’s Empire, LLC be permanently enjoined from using or licensing the 

TACCONELLI’S PIZZERIA mark anywhere and everywhere that John Tacconelli possesses 

rights in that mark, including but not limited to enjoining Tacconelli’s Empire, LLC from further 

authorizing the use of the TACCONELLI’S PIZZERIA mark, along with this case being 

declared exceptional and an award of treble and/or punitive damages, attorneys’ fees, costs and 

such other and further relief as permitted by law and/or which the Court may deem just and 

proper. 

COUNT V 

 

COMMON LAW INFRINGEMENT  

 

John Tacconelli v. Tacconelli’s Empire, LLC,  Vincent Tacconelli, Jr. and 

Sugarhouse HSP Gaming, L.P. 

 

96. John incorporates by reference the preceding paragraphs 1 through 95, inclusive, 

as if fully set forth herein. 

97. John owns and enjoys common law rights in the mark TACCONELLI’S 

PIZZERIA for use in conjunction with providing goods/services as a restaurant pizzeria. 
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98. Inherently, and as the result of John’s and his parents’ and grandparents’ 

continuous use, sales, advertising and promotion of the TACCONELLI’S PIZZERIA mark, the 

TACCONELLI’S PIZZERIA mark has obtained secondary meaning, acquired strong 

commercial distinctiveness and symbolizes the business goodwill of John Tacconelli and the 

Original Tacconelli’s. 

99. Indeed, through John’s and his parents’ and grandparents’ continuous use, sales, 

advertising and promotion of the TACCONELLI’S PIZZERIA mark, the TACCONELLI’S 

PIZZERIA mark enjoys widespread recognition and a famous reputation, and are recognized by 

the public as emanating from John and the Original Tacconelli’s. 

100. Sugarhouse’s, Vincent Jr.’s and Tacconelli’s Empire’s unauthorized use of the 

mark TACCONELLI’S PIZZERIA for the purpose of promoting and soliciting business for 

themselves is likely to cause confusion, mistake and deception in the minds of the public and is 

likely to cause the public to mistakenly believe that the services and solicitations offered by 

Sugarhouse, Vincent Jr. and Tacconelli’s Empire originate from, are sponsored by, or is in some 

way associated with John and the services he provides at the Original Tacconelli’s. 

101. Sugarhouse, Vincent Jr. and Tacconelli’s Empire have engaged in trademark 

infringement at common law. 

102. Sugarhouse, Vincent Jr. and Tacconelli’s Empire have earned revenue as a direct 

and proximate result of using the mark Tacconelli’s Pizzeria, which revenue must be disgorged 

and awarded to John as damages. 

103. John has been, and continues to suffer irreparable harm to his valuable 

TACCONELLI’S PIZZERIA mark, his and the Original Tacconelli’s reputation, and other 

damages in an amount to be proven at trial. 
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104. Unless Sugarhouse, Vincent Jr. and Tacconelli’s Empire are restrained from 

further infringement, use and licensing of the TACCONELLI’S PIZZERIA mark, John will 

continue to be irreparably harmed. 

105. John does not have an adequate remedy at law. 

106. Furthermore, Tacconelli’s Empire, Vincent Jr. and Sugarhouse’s infringement of 

John’s mark TACCONELLI’S PIZZERIA is willful and committed with knowledge of such 

infringement and in bad faith.  

107. Tacconelli’s Empire’s, Vincent Tacconelli, Jr.’s and Sugarhouse’s actions are 

intentional and willful, extreme and outrageous, warranting the imposition of treble and/or 

punitive damages. 

108. Tacconelli’s Empire’s, Vincent Jr.’s and Sugarhouse’s actions warrant this being 

declared an exceptional case. 

  WHEREFORE, John Tacconelli respectfully requests judgment in his favor and against 

Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P., along 

with this case being declared exceptional and an award of treble and/or punitive damages, 

attorneys’ fees, costs, interest and such other and further relief as the Court may deem just and 

proper.  John Tacconelli further respectfully requests that Tacconelli’s Empire, LLC, Vincent 

Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P. be permanently enjoined from using or 

licensing the TACCONELLI’S PIZZERIA mark anywhere and everywhere that John Tacconelli 

possesses rights in that mark, including but not limited to enjoining Tacconelli’s Empire, LLC, 

Vincent Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P. from further authorizing the use of 

the TACCONELLI’S PIZZERIA mark. 
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COUNT VI 

UNFAIR COMPETITION UNDER 15 U.S.C. § 1125 

John Tacconelli v. Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and 

Sugarhouse HSP Gaming, L.P.  

 

109. John incorporates by reference the preceding paragraphs 1 through 108, inclusive, 

as if fully set forth herein. 

110. John owns and enjoys common law rights in the mark TACCONELLI’S 

PIZZERIA for use in conjunction with providing goods/services as a restaurant pizzeria. 

111. Inherently, and as the result of John’s and his parents’ and grandparents’ 

continuous use, sales, advertising and promotion of the TACCONELLI’S PIZZERIA mark, the 

TACCONELLI’S PIZZERIA mark has obtained secondary meaning, acquired strong 

commercial distinctiveness and symbolizes the business goodwill of John and the Original 

Tacconelli’s. 

112. Indeed, through John’s and his parents’ and grandparents’ continuous use, sales, 

advertising and promotion of the TACCONELLI’S PIZZERIA mark, the TACCONELLI’S 

PIZZERIA mark enjoys widespread recognition and a famous reputation, and is recognized by 

the public as emanating from John and the Original Tacconelli’s. 

113. Sugarhouse, Vincent Jr. and/or Tacconelli’s Empire have knowingly used and 

continue to use the mark “TACCONELLI’S PIZZERIA” in commerce, and in connection with 

the services that Sugarhouse, Vincent Jr. and/or Tacconelli’s Empire offer, advertise, promote 

and sell. 

114. Sugarhouse’s, Vincent Jr.’s and Tacconelli’s Empire’s unauthorized use of the 

mark TACCONELLI’S PIZZERIA for the purpose of promoting and soliciting business for 

themselves is likely to cause confusion, mistake and deception in the minds of the public and is 
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likely to cause the public to mistakenly believe that the services and solicitations offered by 

Sugarhouse, Vincent Jr. and/or Tacconelli’s Empire originate from, are sponsored by, or is in 

some way associated with John and the services he provides at the Original Tacconelli’s. 

115. Sugarhouse, Vincent Jr. and Tacconelli’s Empire have therefore engaged in unfair 

competition under 15 U.S.C. § 1125(a). 

116. Sugarhouse, Vincent Jr. and Tacconelli’s Empire have earned revenue as a direct 

and proximate result of using the mark Tacconelli’s Pizzeria, which revenue must be disgorged 

and awarded to John as damages. 

117. As a direct and proximate result of the foregoing, John has been, and continues to 

suffer irreparable harm to his valuable TACCONELLI’S PIZZERIA mark, his and the Original 

Tacconelli’s reputation, and other damages in an amount to be proven at trial. 

118. Unless Tacconelli’s Empire, Vincent Jr. and Sugarhouse are restrained from 

further unfair competition, John will continue to be irreparably harmed. 

119. John does not have an adequate remedy at law. 

120. Tacconelli’s Empire’s, Vincent Jr.’s and Sugarhouse’s actions are intentional and 

willful, extreme and outrageous, warranting the imposition of treble and/or punitive damages. 

121. Tacconelli’s Empire’s, Vincent Jr.’s and Sugarhouse’s actions warrant this being 

declared an exceptional case. 

122. Tacconelli’s Empire’s, Vincent Jr.’s and Sugarhouse’s actions were knowing and 

intentional and thus render this case exceptional within the meaning of 15 U.S.C. § 1117(a). 

 WHEREFORE, John Tacconelli respectfully requests judgment in his favor and against 

Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P., along 

with this case being declared exceptional and an award of treble and/or punitive damages, 
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attorneys’ fees, costs, interest and such other and further relief as the Court may deem just and 

proper.  John Tacconelli further respectfully requests that Tacconelli’s Empire, LLC, Vincent 

Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P. be permanently enjoined from using or 

licensing the TACCONELLI’S PIZZERIA mark anywhere and everywhere that John Tacconelli 

possesses rights in that mark, including but not limited to enjoining Tacconelli’s Empire, LLC, 

Vincent Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P. from further authorizing the use of 

the TACCONELLI’S PIZZERIA mark. 

COUNT VII 

COMMON LAW UNFAIR COMPETITION 

John Tacconelli v. Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and 

Sugarhouse HSP Gaming, L.P. 

 

123. John incorporates by reference the preceding paragraphs 1 through 122, inclusive, 

as if fully set forth herein. 

124. John owns and enjoys common law rights in the mark TACCONELLI’S 

PIZZERIA for use in conjunction with providing goods/services as a restaurant pizzeria. 

125. Inherently, and as the result of John’s and his parents’ and grandparents’ 

continuous use, sales, advertising and promotion of the TACCONELLI’S PIZZERIA mark, the 

TACCONELLI’S PIZZERIA mark has obtained secondary meaning, acquired strong 

commercial distinctiveness and symbolizes the business goodwill of John and the Original 

Tacconelli’s. 

126. Indeed, through John’s and his parents’ and grandparents’ continuous use, sales, 

advertising and promotion of the TACCONELLI’S PIZZERIA mark, the TACCONELLI’S 

PIZZERIA mark enjoys widespread recognition and a famous reputation, and are recognized by 

the public as emanating from John and the Original Tacconelli’s. 
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127. Sugarhouse, Vincent Jr. and/or Tacconelli’s Empire have knowingly used and 

continue to use the mark “TACCONELLI’S PIZZERIA” in commerce, and in connection with 

the services that Sugarhouse, Vincent Jr. and/or Tacconelli’s Empire offer, advertise, promote 

and sell. 

128. Sugarhouse, Vincent Jr. and/or Tacconelli’s Empire’s unauthorized use of the 

mark “TACCONELLI’S PIZZERIA” for the purpose of promoting and soliciting business for 

themselves is likely to cause confusion, mistake and deception in the minds of the public and is 

likely to cause the public to mistakenly believe that the services and solicitations offered by 

Sugarhouse, Vincent Jr. and/or Tacconelli’s Empire originate from, are sponsored by, or is in 

some way associated with John and the services he provides at the Original Tacconelli’s. 

129. Sugarhouse’s, Vincent, Jr.’s and/or Tacconelli’s Empire’s use of the 

TACCONELL’S PIZZERIA mark is unauthorized and therefore constitutes unfair competition at 

common law.  

130. Sugarhouse, Vincent Jr. and Tacconelli’s Empire have earned revenue as a direct 

and proximate result of using the mark Tacconelli’s Pizzeria, which revenue must be disgorged 

and awarded to John as damages. 

131. As a direct and proximate result of the foregoing, John has been, and continues to 

suffer irreparable harm to his valuable TACCONELLI’S PIZZERIA mark, his and the Original 

Tacconelli’s reputation, and other damages in an amount to be proven at trial. 

132. Unless Tacconelli’s Empire, Vincent Jr. and Sugarhouse are restrained from 

further unfair competition, John will continue to be irreparably harmed. 

133. John does not have an adequate remedy at law.  
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134. Tacconelli’s Empire’s, Vincent Jr.’s and Sugarhouse’s actions are intentional and 

willful, extreme and outrageous, warranting the imposition of treble and/or punitive damages. 

 WHEREFORE, John Tacconelli respectfully request judgment in his favor and against 

Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P., along 

with this case being declared exceptional and an award of treble and/or punitive damages, 

attorneys’ fees, costs, interest and such other and further relief as the Court may deem just and 

proper.  John Tacconelli further respectfully requests that Tacconelli’s Empire, LLC, Vincent 

Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P. be permanently enjoined from using or 

licensing the TACCONELLI’S PIZZERIA mark anywhere and everywhere that John Tacconelli 

possesses rights in that mark, including but not limited to enjoining Tacconelli’s Empire, LLC, 

Vincent Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P. from further authorizing the use of 

the TACCONELLI’S PIZZERIA mark. 

COUNT VIII 

TRADEMARK DILUTION UNDER 15 PA.C.S.A. § 1124 AND COMMON 

LAW TRADEMARK DILUTION 

 

John Tacconelli v. Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and 

Sugarhouse HSP Gaming, L.P. 

 

135. John incorporates by reference the preceding paragraphs 1 through 134, inclusive, 

as if fully set forth herein. 

136. Through prominent, long and continuous use in commerce, including commerce 

within Philadelphia and the surrounding areas, John’s and his parents’ and grandparents’ use of 

the TACCONELLI’S PIZZERIA mark has achieved secondary meaning and has become, and 

continues to become, famous and distinctive. 
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137. Long after John and his parents’ TACCONELLI’S PIZZERIA mark became 

famous, Sugarhouse, Vincent Jr. and Tacconelli’s Empire, without authorization, used 

unauthorized reproductions, counterfeits, copies and colorable imitations of John’s mark 

TACCONELLI’S PIZZERIA. 

138. Sugarhouse’s, Vincent Jr.’s and/or Tacconelli’s Empire’s unauthorized use of 

John’s mark TACCONELLI’S PIZZERIA dilutes and/or is likely to dilute the distinctive quality 

of John’s mark TACCONELLI’S PIZZERIA under 54 Pa. Stat. Ann. § 1124 and at common 

law. 

139. The continued use lessens the capacity of the mark to identify and distinguish the 

services of John and the Original Tacconelli’s. 

140. As a direct and proximate result of the foregoing, John has been, and continues to 

be, injured and continues to suffer irreparable harm to his valuable TACCONELLI’S PIZZERIA 

mark and other damages in an amount to be proven at trial. 

141. Unless Tacconelli’s Empire, Vincent Jr. and Sugarhouse are enjoined, the 

valuable TACCONELLI’S PIZZERIA mark will continue to be irreparably harmed and John 

will continue to suffer a likelihood of dilution. 

142. John does not have an adequate remedy at law. 

143. Tacconelli’s Empire’s, Vincent Jr.’s and Sugarhouse’s actions are intentional and 

willful, extreme and outrageous, warranting the imposition of treble and/or punitive damages.  

 WHEREFORE, John Tacconelli respectfully requests judgment in his favor and against 

Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P., along 

with this case being declared exceptional and an award of treble and/or punitive damages, 

attorneys’ fees, costs, interest and such other and further relief as the Court may deem just and 
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proper.  John Tacconelli further respectfully requests that Tacconelli’s Empire, LLC, Vincent 

Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P. be permanently enjoined from using or 

licensing the TACCONELLI’S PIZZERIA mark anywhere and everywhere that John Tacconelli 

possesses rights in that mark, including but not limited to enjoining Tacconelli’s Empire, LLC, 

Vincent Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P. from further authorizing the use of 

the TACCONELLI’S PIZZERIA mark. 

COUNT IX 

UNJUST ENRICHMENT 

 

John Tacconelli v. Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and 

Sugarhouse HSP Gaming, L.P. 

 

144. John incorporates by reference the preceding paragraphs 1 through 143, inclusive, 

as if fully set forth herein. 

145. Sugarhouse, Vincent Jr. and Tacconelli’s Empire wrongfully traded upon the 

goodwill of John’s mark TACCONELLI’S PIZZERIA, and continue to do so.  

146. John has obtained for his services a salability which Sugarhouse, Vincent Jr. 

and/or Tacconelli’s Empire would not have otherwise had. 

147. Sugarhouse, Vincent Jr. and/or Tacconelli’s Empire willfully and deliberately 

infringed upon John’s servicemark in order to gain an advantage in the marketplace. 

148. Sugarhouse, Vincent Jr. and Tacconelli’s Empire have earned revenue as a direct 

and proximate result of using the mark Tacconelli’s Pizzeria, which revenue must be disgorged 

and awarded to John as damages. 

149. Sugarhouse, Vincent Jr. and/or Tacconelli’s Empire were unjustly enriched under 

common law as they were aware of and/or knowingly retained the proceeds or other benefits and 
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continued to trade on the goodwill of John’s servicemark, TACCONELLI’S PIZZIA, and has 

thereby deprived John of revenue to which he is entitled. 

 WHEREFORE, John Tacconelli respectfully requests judgment in his favor and against 

Tacconelli’s Empire, LLC, Vincent Tacconelli,  Jr. and Sugarhouse HSP Gaming, L.P. along 

with costs, interest and such other and further relief as permitted by law and/or which the Court 

may deem just and proper. 

COUNT X 

INJUNCTIVE RELIEF 

 

John Tacconelli v. Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and 

Sugarhouse HSP Gaming, L.P. 

 

150. John incorporates by reference the preceding paragraphs 1 through 149, inclusive, 

as if fully set forth herein. 

151. As Vincent Jr., Tacconelli’s Empire and Sugarhouse claim they are entitled to use 

the mark within the protected trading area of the Original Tacconelli’s owned by John, John 

requests that Vincent Jr., Tacconelli’s Empire and Sugarhouse be enjoined from utilizing the 

mark TACCONELLI’S PIZZERIA within the protected trading area of the Original Tacconelli’s. 

152. John requests a determination of the extent of the protected trading area of the 

Original Tacconelli’s. 

153. By reason for the foregoing, unless Tacconelli’s Empire, Vincent Jr. and 

Sugarhouse are enjoined, the valuable TACCONELLI’S PIZZERIA mark, John will continue to 

be irreparably harmed. 

154.  John does not have an adequate remedy at law. 

 WHEREFORE, John Tacconelli respectfully requests judgment in his favor and against 

Tacconelli’s Empire, LLC, Vincent Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P. and that 
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Tacconelli’s Empire, LLC Vincent Tacconelli, Jr. and Sugarhouse HSP Gaming, L.P.  be 

permanently enjoined from using or licensing the TACCONELLI’S PIZZERIA mark anywhere 

and everywhere that John Tacconelli possesses rights in that mark, including but not limited to 

enjoining Tacconelli’s Empire, LLC from further authorizing the use of the TACCONELLI’S 

PIZZERIA mark.  

   Respectfully Submitted,  

OBERMAYER REBMANN MAXWELL & HIPPEL LLP 

 

    By:  /s/ Gary M. Samms   

Gary M. Samms, Esquire (I.D. 58096) 

Jeffrey S. Batoff, Esquire (I.D. 41129)  

Samantha J. Koopman, Esquire (I.D. 318467) 

Attorney I.D. 318467 

Centre Square West 

1500 Market Street, Suite 3400 

Philadelphia, PA 19102 

(215) 665-3000 

Gary.Samms@Obermayer.com 

Jeffrey.Batoff@Obermayer.com 

Samantha.Koopman@Obermayer.com  

Attorneys for Plaintiff,  

John Tacconelli  

Dated:   
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PTO Form 1583 (Rev 5/2006)

OMB No. 0651-0055 (Exp 12/31/2011)

Combined Declaration of Use and Incontestability under Sections 8 & 15

The table below presents the data as entered.

Input Field Entered

REGISTRATION NUMBER 2700210

REGISTRATION DATE 03/25/2003

SERIAL NUMBER 76426632

MARK SECTION

MARK TACCONELLI'S PIZZERIA

OWNER SECTION (current)

NAME Tacconelli, Vincent

STREET 15 Woodbine Avenue

CITY Maple Shade

STATE New Jersey

ZIP/POSTAL CODE 08052

COUNTRY United States

ATTORNEY SECTION (new)

NAME Norman E. Lehrer

FIRM NAME Norman E. Lehrer, P.C.

STREET 1205 North Kings Highway

CITY Cherry Hill

STATE New Jersey

POSTAL CODE 08034

COUNTRY United States

PHONE 856.429.4100

FAX 856.429.8819

EMAIL patents@pobox.com

AUTHORIZED TO COMMUNICATE VIA E-MAIL Yes

ATTORNEY DOCKET NUMBER 6841

GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 043

GOODS OR SERVICES KEEP ALL LISTED

SPECIMEN FILE NAME(S) \\TICRS\EXPORT3\IMAGEOUT3 \764\266\76426632\xml3\81 50002.JPG

SPECIMEN DESCRIPTION business card

PAYMENT SECTION
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NUMBER OF CLASSES 1

NUMBER OF CLASSES PAID 1

SUBTOTAL AMOUNT 300

TOTAL FEE PAID 300

SIGNATURE SECTION

SIGNATURE /Norman E. Lehrer/

SIGNATORY'S NAME Norman E. Lehrer

SIGNATORY'S POSITION Attorney

DATE SIGNED 08/11/2008

PAYMENT METHOD CC

FILING INFORMATION

SUBMIT DATE Mon Aug 11 13:59:41 EDT 2008

TEAS STAMP

USPTO/S08N15-XX.XXX.XX.XX

-20080811135941988332-270

0210-4004895ba896fcecd2fd

2f951fb32b2a51-CC-7552-20

080811135346789648
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PTO Form 1583 (Rev 5/2006)

OMB No. 0651-0055 (Exp 12/31/2011)

Combined Declaration of Use and Incontestability under Sections 8 & 15

To the Commissioner for Trademarks:

REGISTRATION NUMBER: 2700210

REGISTRATION DATE: 03/25/2003

MARK:  TACCONELLI'S PIZZERIA

The owner, Tacconelli, Vincent, having an address of

      15 Woodbine Avenue

      Maple Shade, New Jersey 08052

      United States

is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 043, the mark is in use in commerce on or in connection with all of the goods or services listed in the existing registration

for this specific class; and the mark has been continuously used in commerce for five (5) consecutive years after the date of registration, or the

date of publication under Section 12(c), and is still in use in commerce on or in connection with all goods or services listed in the existing

registration for this class. Also, no final decision adverse to the owner's claim of ownership of such mark for those goods or services exists, or to

the owner's right to register the same or to keep the same on the register; and, no proceeding involving said rights pending and not disposed of in

either the U.S. Patent and Trademark Office or the courts exists.

The owner is submitting one specimen for this class showing the mark as used in commerce on or in connection with any item in this class,

consisting of a(n) business card.

Specimen File1

The registrant hereby appoints Norman E. Lehrer of  Norman E. Lehrer, P.C.

      1205 North Kings Highway

      Cherry Hill, New Jersey 08034

       United States

to file this Combined Declaration of Use and Incontestability under Sections 8 & 15 on behalf of the registrant.  The attorney docket/reference

number is 6841.

A fee payment in the amount of $300 will be submitted with the form, representing payment for 1 class(es), plus any additional grace period fee,

if necessary.

Declaration

The owner, or its related company, is using the mark in commerce on or in connection with the goods and/or services identified above, as

evidenced by the attached specimen(s) showing the mark as used in commerce. The owner, or its related company, has continuously used the

mark in commerce on or in connection with the goods and/or services identified above, for five (5) consecutive years after the date of

registration, or the date of publication under Section 12(c), and is still using the mark in commerce on or in connection with the identified goods

and/or services. There has been no final decision adverse to the owner's claim of ownership of such mark for such goods and/or services, or to

the owner's right to register the same or to keep the same on the register; and there is no proceeding involving said rights pending and not

disposed of either in the U.S. Patent and Trademark Office or in the courts.

The undersigned being hereby warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C.

Section 1001, and that such willful false statements and the like may jeopardize the validity of this document, declares that he/she is properly

authorized to execute this document on behalf of the Owner; and all statements made of his/her own knowledge are true and that all statements

made on information and belief are believed to be true.

Signature: /Norman E. Lehrer/      Date: 08/11/2008

Signatory's Name: Norman E. Lehrer

Signatory's Position: Attorney
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Mailing Address:

   Norman E. Lehrer, P.C.

   1205 North Kings Highway

   Cherry Hill, New Jersey 08034

Serial Number: 76426632

Internet Transmission Date: Mon Aug 11 13:59:41 EDT 2008

TEAS Stamp: USPTO/S08N15-XX.XXX.XX.XX-20080811135941

988332-2700210-4004895ba896fcecd2fd2f951

fb32b2a51-CC-7552-20080811135346789648

Case 2:16-cv-02348-CDJ   Document 68   Filed 06/01/18   Page 62 of 77



Case 2:16-cv-02348-CDJ   Document 68   Filed 06/01/18   Page 63 of 77



Case 2:16-cv-02348-CDJ   Document 68   Filed 06/01/18   Page 64 of 77



Exhibit 6 

 

 

 

 

 

 

 

 

Exhibit 6 

Case 2:16-cv-02348-CDJ   Document 68   Filed 06/01/18   Page 65 of 77



PTO Form 1963 (Rev 5/2006)

OMB No. 0651-0055 (Exp 07/31/2018)

Combined Declaration of Use and/or Excusable Nonuse/Application for Renewal of

Registration of a Mark under Sections 8 & 9

The table below presents the data as entered.

Input Field Entered

REGISTRATION NUMBER 2700210

REGISTRATION DATE 03/25/2003

SERIAL NUMBER 76426632

MARK SECTION

MARK TACCONELLI'S PIZZERIA

ATTORNEY SECTION (current)

NAME Norman E. Lehrer

FIRM NAME NORMAN E. LEHRER, P.C.

STREET 1205 NORTH KINGS HIGHWAY

CITY CHERRY HILL

STATE New Jersey

POSTAL CODE 08034

COUNTRY United States

PHONE 856.429.4100

FAX 856.429.8819

EMAIL patents@pobox.com

AUTHORIZED TO COMMUNICATE VIA E-MAIL Yes

ATTORNEY SECTION (proposed)

NAME Norman E. Lehrer

FIRM NAME NORMAN E. LEHRER, P.C.

STREET 1205 NORTH KINGS HIGHWAY

CITY CHERRY HILL

STATE New Jersey

POSTAL CODE 08034

COUNTRY United States

PHONE 856.429.4100

FAX 856.429.8819

EMAIL patents@pobox.com

AUTHORIZED TO COMMUNICATE VIA E-MAIL Yes

DOCKET/REFERENCE NUMBER 6841
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CORRESPONDENCE SECTION (current)

NAME NORMAN E. LEHRER

FIRM NAME NORMAN E. LEHRER, P.C.

STREET 1205 NORTH KINGS HIGHWAY

CITY CHERRY HILL

STATE New Jersey

POSTAL CODE 08034

COUNTRY United States

PHONE 856.429.4100

FAX 856.429.8819

EMAIL patents@pobox.com

AUTHORIZED TO COMMUNICATE VIA E-MAIL Yes

CORRESPONDENCE SECTION (proposed)

NAME NORMAN E. LEHRER

FIRM NAME NORMAN E. LEHRER, P.C.

STREET 1205 NORTH KINGS HIGHWAY

CITY CHERRY HILL

STATE New Jersey

POSTAL CODE 08034

COUNTRY United States

PHONE 856.429.4100

FAX 856.429.8819

EMAIL patents@pobox.com

AUTHORIZED TO COMMUNICATE VIA E-MAIL Yes

DOCKET/REFERENCE NUMBER 6841

GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 043

GOODS OR SERVICES Restaurant pizzeria

SPECIMEN FILE NAME(S)
\\TICRS\EXPORT11\IMAGEOUT 11\764\266\76426632\xml1\

S890002.JPG

SPECIMEN DESCRIPTION web page advertisement

OWNER SECTION (current)

NAME Tacconelli, Vincent

STREET 15 Woodbine Avenue

CITY Maple Shade

STATE New Jersey

ZIP/POSTAL CODE 08052

COUNTRY United States
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LEGAL ENTITY SECTION (current)

TYPE individual

COUNTRY OF CITIZENSHIP United States

PAYMENT SECTION

NUMBER OF CLASSES 1

NUMBER OF CLASSES PAID 1

SUBTOTAL AMOUNT 500

TOTAL FEE PAID 500

SIGNATURE SECTION

SIGNATURE /Norman E. Lehrer/

SIGNATORY'S NAME Norman E. Lehrer

SIGNATORY'S POSITION Attorney

DATE SIGNED 04/12/2012

SIGNATORY'S PHONE NUMBER 856.429.4100

PAYMENT METHOD CC

FILING INFORMATION

SUBMIT DATE Thu Apr 12 12:40:13 EDT 2012

TEAS STAMP

USPTO/S08N09-XX.XXX.XX.XX

-20120412124013251715-270

0210-490b760b3ccd73744333

725689b1913aafb-CC-14871-

20120412123326512728
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PTO Form 1963 (Rev 5/2006)

OMB No. 0651-0055 (Exp 07/31/2018)

Combined Declaration of Use and/or Excusable Nonuse/Application for Renewal of Registration of a Mark under

Sections 8 & 9

To the Commissioner for Trademarks:

REGISTRATION NUMBER: 2700210

REGISTRATION DATE: 03/25/2003

MARK: TACCONELLI'S PIZZERIA

The owner, Vincent Tacconelli, a citizen of United States, having an address of

      15 Woodbine Avenue

      Maple Shade, New Jersey 08052

      United States

is filing a Combined Declaration of Use and/or Excusable Nonuse/Application for Renewal of Registration of a Mark under Sections 8 & 9.

For International Class 043, the mark is in use in commerce on or in connection with all goods/services, or to indicate membership in the

collective membership organization, listed in the existing registration for this specific class: Restaurant pizzeria ; or, the owner is making the

listed excusable nonuse claim.

The owner is submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in this class,

consisting of a(n) web page advertisement.

Specimen File1

The registrant's current Attorney Information: Norman E. Lehrer of  NORMAN E. LEHRER, P.C.

      1205 NORTH KINGS HIGHWAY

      CHERRY HILL, New Jersey (NJ) 08034

      United States

The registrant's proposed Attorney Information: Norman E. Lehrer of  NORMAN E. LEHRER, P.C.

      1205 NORTH KINGS HIGHWAY

      CHERRY HILL, New Jersey (NJ) 08034

      United States

The docket/reference number is 6841.

The phone number is 856.429.4100.

The fax number is 856.429.8819.

The email address is patents@pobox.com.

The registrant's current Correspondence Information: NORMAN E. LEHRER of  NORMAN E. LEHRER, P.C.

      1205 NORTH KINGS HIGHWAY

      CHERRY HILL, New Jersey (NJ) 08034

      United States

The registrant's proposed Correspondence Information: NORMAN E. LEHRER of  NORMAN E. LEHRER, P.C.

      1205 NORTH KINGS HIGHWAY

      CHERRY HILL, New Jersey (NJ) 08034

      United States

The docket/reference number is 6841.

The phone number is 856.429.4100.

The fax number is 856.429.8819.
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The email address is patents@pobox.com.

A fee payment in the amount of $500 will be submitted with the form, representing payment for 1 class(es), plus any additional grace period fee,

if necessary.

Declaration

Section 8: Declaration of Use and/or Excusable Nonuse in Commerce 

Unless the owner has specifically claimed excusable nonuse, the mark is in use in commerce on or in connection with the goods and/or services

identified above, as evidenced by the attached specimen(s) showing the mark as used in commerce.

The undersigned being hereby warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C.

Section 1001, and that such willful false statements and the like may jeopardize the validity of this document, declares that he/she is properly

authorized to execute this document on behalf of the Owner; and all statements made of his/her own knowledge are true and that all statements

made on information and belief are believed to be true.

Section 9: Application for Renewal

The registrant requests that the registration be renewed for the goods/services/collective organization identified above.

Signature: /Norman E. Lehrer/      Date: 04/12/2012

Signatory's Name: Norman E. Lehrer

Signatory's Position: Attorney

Signatory's Phone Number: 856.429.4100

Mailing Address (current):

   NORMAN E. LEHRER, P.C.

   1205 NORTH KINGS HIGHWAY

   CHERRY HILL, New Jersey 08034

Mailing Address (proposed):

   NORMAN E. LEHRER, P.C.

   1205 NORTH KINGS HIGHWAY

   CHERRY HILL, New Jersey 08034

Serial Number: 76426632

Internet Transmission Date: Thu Apr 12 12:40:13 EDT 2012

TEAS Stamp: USPTO/S08N09-XX.XXX.XX.XX-20120412124013

251715-2700210-490b760b3ccd7374433372568

9b1913aafb-CC-14871-20120412123326512728
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Exhibit C 
 



 

 

IN THE UNITED STATES DISTRICT COURT 

FOR THE EASTERN DISTRICT OF PENNSYLVANIA 

 

JOHN TACCONELLI : 

 Plaintiff, : 

  :   CIVIL ACTION  

 v. : 

  :   NO.: 16-2348 

TACCONELLI’S EMPIRE, LLC et al.  : 

 Defendants. : 

 

ORDER 

AND NOW, this 23
rd

 day of August, 2018, upon consideration of the representations made by 

counsel in the letter dated August 8, 2018, it is hereby ORDERED as follows: 

1. Expert reports in the above-captioned matter shall be exchanged by 

November 15, 2018. 

 

2. Dispositive motions shall be filed by December 31, 2018. 

 

3. Responses to dispositive motions shall be filed by January 14, 2019. 

 

 

BY THE COURT: 

 

        /s/ C. Darnell Jones, II  

        C. Darnell Jones, II J. 
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