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    (for official use only)

Effective as of

  
(“Effective Date”), ACADEMIA SINICA located at No. 128, Sec. 2, Academia Road, Taipei 11529, Taiwan, R.O.C. and

    
, a corporation having a principal place of business at


(“LICENSEE”), agree as follows:

1. BACKGROUND
ACADEMIA SINICA has an assignment of
 [invention]  from the laboratory of
[inventor]
  , as described in ACADEMIA SINICA Docket No.


. The invention was made in the course of research supported by the _______________. ACADEMIA SINICA wants to have the invention perfected and marketed as soon as possible so that resulting products may be available for public use and benefit.
2. DEFINITIONS
2.1 "Licensed Patent" means ACADEMIA SINICA's U.S. Patent Application, Serial Number       , filed on      , any corresponding applications in other countries, and any divisional, continuation, or reexamination application, and each patent that issues or reissues from any of these patent applications, but does not include any continuation-in-part (CIP) patent application or patent. 
2.2 "Technology" means the Licensed Patents and that additional information or materials listed in Appendix A that will be provided by ACADEMIA SINICA to LICENSEE. Technology may or may not be confidential in nature.
2.3 "Licensed Product" means a product or part of a product in the Licensed Field of Use:
(a) the making, using, importing or selling of which, absent this license, infringes, induces infringement, or contributes to infringement of a Licensed Patent; or 

(b) which is made with, uses or incorporates any Technology. 
2.4 "Net Sales" means all gross revenue derived through LICENSEE from Licensed Product. Net Sales excludes the following items (but only as they pertain to the making, using, importing or selling of Licensed Products, are included in gross revenue, and are separately billed): 
(a) Import, export, excise and sales taxes, and custom duties; 

(b) credit for returns, allowances, or trades.   
2.5 "Licensed Field of Use" means






2.6 "Licensed Territory" means






3. GRANT
3.1 Subject to the terms and conditions of this Agreement, ACADEMIA SINICA grants LICENSEE a license under the Licensed Patent in the Licensed Field of Use to make, have made, use, import, offer to sell and sell Licensed Product in the Licensed Territory.
3.2 Said license is nonexclusive in the Licensed Field of Use for a term commencing as of   [insert date]  and ending on  [insert date] .
3.3 ACADEMIA SINICA does not: 

(a) grant to LICENSEE any other licenses, implied or otherwise, to any patents or other rights of ACADEMIA SINICA other than those rights granted under Licensed Patent, regardless of whether the patents or other rights are dominant or subordinate to any Licensed Patent, or are required to exploit any Licensed Patent or Technology; 

(b) commit to LICENSEE to bring suit against third parties for infringement; and 

(c) agree to furnish to LICENSEE any technology or technological information other than the Technology or to provide LICENSEE with any assistance. 
4. 
SUBLICENSING

LICENSEE may not grant sublicenses.
5.  DILIGENCE 
5.1 Milestones. LICENSEE will diligently develop, manufacture, and sell Licensed Product and will diligently develop markets for Licensed Product. In addition, LICENSEE will meet the following milestones, and notify ACADEMIA SINICA in writing as each milestone is met:
5.2 Progress Report. By March 1 of each year, LICENSEE will submit a written annual report to ACADEMIA SINICA covering the preceding calendar year. The report will include information sufficient to enable ACADEMIA SINICA to ascertain progress by LICENSEE toward meeting this Agreement’s diligence requirements. Each report will describe LICENSEE’s progress toward commercialization of Licensed Product, including work completed, key scientific discoveries, summary of work-inprogress, current schedule of anticipated events or milestones, market plans for introduction of Licensed Product, and significant corporate transactions involving Licensed Product.
6. ROYALTY
6.1 Issue Royalty. LICENSEE will pay to ACADEMIA SINICA a noncreditable, nonrefundable license issue royalty of $_______ upon signing this Agreement. 

6.2 License Maintenance Fee. Beginning ________ and each _____________ thereafter, LICENSEE will pay ACADEMIA SINICA a yearly license maintenance fee of $________. Yearly maintenance payments are nonrefundable, but they are creditable each year as described in Section 6.4 

6.3 Earned Royalty. LICENSEE will pay ACADEMIA SINICA nonrefundable earned royalties (Y%) on Net Sales as follows: 
__________________________________________ 
6.4 Earned Royalty if LICENSEE Challenges the Patent. Notwithstanding the above, should LICENSEE bring an action seeking to invalidate any Licensed Patent, LICENSEE will pay royalties to Licensor at the rate of 2xY percent (2xY%) of the Net Selling Price of all Licensed Products sold during the pendency of such action. Moreover, should the outcome of such action determine that any claim of a patent challenged by LICENSEE is both valid and infringed by a Licensed Product, LICENSEE will pay royalties at the rate of 3xY percent (3xY%) of the Net Selling Price of all Licensed Products sold. 

6.5 Creditable Payments. The license maintenance fee for a year may be offset against earned royalty payments due on Net Sales occurring in that year. 

For example: 

(a) if LICENSEE pays ACADEMIA SINICA a $10 maintenance payment for year Y, and according to Section 6.3 $15 in earned royalties are due ACADEMIA SINICA for Net Sales in year Y, LICENSEE will only need to pay ACADEMIA SINICA an additional $5 for that year’s earned royalties. 

(b) if LICENSEE pays ACADEMIA SINICA a $10 maintenance payment for year Y, and according to Section 6.3 $3 in earned royalties are due ACADEMIA SINICA for Net Sales in year Y, LICENSEE will not need to pay ACADEMIA SINICA any earned royalty payment for that year. LICENSEE will not be able to offset the remaining $7 against a future year’s earned royalties. 

6.6 Obligation to Pay Royalties. A royalty is due ACADEMIA SINICA under this Agreement for any activity conducted under the licenses granted. For convenience’s sake, the amount of that royalty is calculated using Net Sales. Nonetheless, if certain Licensed Products are made, used, imported, or offered for sale before the date this Agreement terminates, and those Licensed Products are sold after the termination date, LICENSEE will pay ACADEMIA SINICA an earned royalty for its exercise of rights based on the Net Sales of those Licensed Products.
7. ROYALTY REPORTS, PAYMENTS, AND ACCOUNTING

7.1 Annual Earned Royalty Payment and Report. Beginning with the first sale of a Licensed Product, LICENSEE will submit to ACADEMIA SINICA a written report (even if there are no sales) and an earned royalty payment within 30 days after December 31 of each year. This report will state the number, description, and aggregate Net Sales of Licensed Product during the year. With each report LICENSEE will include any earned royalty payment due ACADEMIA SINICA for the completed calendar year (as calculated under Section 6.3.) 

7.2 No Refund. In the event that a validity challenge of a Licensed Patent brought by LICENSEE is successful, LICENSEE will have no right to recoup any royalties paid before or during the period challenge. 

7.3 Termination Report. LICENSEE will pay to ACADEMIA SINICA all applicable royalties and submit to ACADEMIA SINICA a written report within 90 days after the license terminates. LICENSEE will continue to submit earned royalty payments and reports to ACADEMIA SINICA after the license terminates, until all Licensed Products made or imported under the license have been sold. 

7.4 Accounting. LICENSEE will maintain records showing manufacture, importation, sale, and use of a Licensed Product for 7 years from the date of sale of that Licensed Product. Records will include general-ledger records showing cash receipts and expenses, and records that include: production records, customers, invoices, serial numbers, and related information in sufficient detail to enable ACADEMIA SINICA to determine the royalties payable under this Agreement. 

7.5 Self-audit. LICENSEE will conduct an independent audit of sales and royalties at least every 2 years if annual sales of Licensed Product are over US$      . The audit will address, at a minimum, the amount of gross sales by or on behalf of LICENSEE during the audit period, the amount of funds owed to ACADEMIA SINICA under this Agreement, and whether the amount owed has been paid to ACADEMIA SINICA and is reflected in the records of the LICENSEE. LICENSEE will submit the auditor’s report promptly to ACADEMIA SINICA upon completion. LICENSEE will pay for the entire cost of the audit.
8. EXCLUSIONS AND NEGATION OF WARRANTIES
8.1 Negation of Warranties. ACADEMIA SINICA provides LICENSEE the rights granted in this Agreement AS IS and WITH NO WARRANTIES AGAINST ANY FAULTS. ACADEMIA SINICA makes no representations and extends no warranties of any kind, either express or implied. Among other things, ACADEMIA SINICA disclaims any express or implied warranty: 

(a) of merchantability, of fitness for a particular purpose; 

(b) of non-infringement; or 

(c) arising out of any course of dealing.  
8.2 No Representation of Licensed Patent. LICENSEE also acknowledges that ACADEMIA SINICA does not represent or warrant: 

(a) the validity or scope of any Licensed Patent; or 

(b) that the exploitation of Licensed Patent or Technology will be successful. 
9. INDEMNITY
9.1 Indemnification. LICENSEE will indemnify, hold harmless, and defend all ACADEMIA SINICA Indemnitees against any claim of any kind arising out of or related to the exercise of any rights granted LICENSEE under this Agreement or the breach of this Agreement by LICENSEE. 

9.2 No Indirect Liability. ACADEMIA SINICA is not liable for any special, consequential, lost profit, expectation, punitive or other indirect damages in connection with any claim arising out of or related to this Agreement, whether grounded in tort (including negligence), strict liability, contract, or otherwise. 

9.3 Workers’ Compensation. LICENSEE will comply with all statutory workers' compensation and employers' liability requirements for activities performed under this Agreement. 

9.4 Insurance. In addition to the foregoing, LICENSEE shall maintain, during the term of this Agreement, Comprehensive General Liability Insurance, including Products Liability Insurance, with reputable and financially secure insurance carrier(s) to cover the activities of LICENSEE. Such insurance shall provide minimum limits of liability of US$           and shall include directors, officers, employees, students, and agents as additional insures. Such insurance shall be written to cover claims incurred, discovered, manifested, or made during or after the expiration of this Agreement. At ACADEMIA SINICA's request, LICENSEE shall furnish a Certificate of Insurance evidencing primary coverage and requiring thirty (30) days prior written notice of cancellation or material change to ACADEMIA SINICA. LICENSEE shall advise ACADEMIA SINICA, in writing, that it maintains excess liability coverage (following form) over primary insurance for at least the minimum limits set forth above. All such insurance of LICENSEE shall be primary coverage; insurance of ACADEMIA SINICA shall be excess and noncontributory.
10. MARKING

Before any Licensed Patent issues, LICENSEE will mark Licensed Product with the words "Patent Pending.” Otherwise, LICENSEE will mark Licensed Product with the number of any issued Licensed Patent.

11. ACADEMIA SINICA NAMES AND MARKS

LICENSEE agrees not to identify ACADEMIA SINICA in any promotional advertising or other promotional materials to be disseminated to the public or any portion thereof or to use the name of any ACADEMIA SINICA faculty member, employee, or student or any trademark, service mark, trade name, or symbol of ACADEMIA SINICA, without ACADEMIA SINICA's prior written consent.
12. PROTECTION OF PATENTS

12.1 LICENSEE will promptly inform ACADEMIA SINICA of any suspected infringement of a Licensed Patent by a third party. 

12.2 In the event of a validity challenge of a Licensed Patent brought by LICENSEE, LICENSEE will pay the reasonable attorneys fees and costs of the ACADEMIA SINICA in such litigation.
13. 
TERMINATION
13.1 Termination by LICENSEE. LICENSEE may terminate this Agreement by giving ACADEMIA SINICA written notice at least 30 days in advance of the effective date of termination selected by LICENSEE. 

13.2 Termination by ACADEMIA SINICA. 

  (a) ACADEMIA SINICA may also terminate this Agreement if LICENSEE: 

(1) is delinquent on any report or payment; 

(2) is not diligently developing and commercializing Licensed Product; 

(3) misses a milestone described in Section 5.1; 

(4) is in breach of any provision; or 

(5) provides any false report.  
  (b) Termination under this Section 13.2 will take effect 30 days after written notice by ACADEMIA SINICA unless LICENSEE remedies the problem in that 30-day period. 
13.3 Surviving Provisions. Surviving any termination or expiration are: 

(a) LICENSEE's obligation to pay royalties accrued or accruable; 

(b) any claim of LICENSEE or ACADEMIA SINICA, accrued or to accrue, because of any breach or default by the other party; and 

(c) the provisions of Articles 7, 8, and 9 and any other provision that by its nature is intended to survive.
14. ASSIGNMENT

14.1 Permitted Assignment by LICENSEE. Subject to Section 14.2, LICENSEE may assign this Agreement as part of a sale, regardless of whether such a sale occurs through an asset sale, stock sale, merger or other combination, or any other transfer of: 

(a) LICENSEE's entire business; or 

(b) that part of LICENSEE’s business that exercises all rights granted under this Agreement.
14.2 Conditions of Assignment. Prior to any assignment, the following conditions must be met: 

(a) LICENSEE must give ACADEMIA SINICA 30 days prior written notice of the assignment, including the new assignee’s contact information; and 

(b) the new assignee must agree in writing to ACADEMIA SINICA to be bound by this Agreement; and 
(c) ACADEMIA SINICA must have received a $________ assignment fee. 
(d) ACADEMIA SINICA retain the right to disapprove any of such assignment, however, such disapproval shall not be unreasonable.
14.3 After the Assignment. Upon a permitted assignment of this Agreement pursuant to Article 14, LICENSEE will be released of liability under this Agreement and the term "LICENSEE" in this Agreement will mean the assignee. 

15. GOVERNING LAW
All matters affecting the interpretation, form, validity, enforcement and performance of this Agreement shall be decided under the laws of Taiwan, R.O.C.
16. JURISDICTION 
Both parties agree that Taipei District Court shall have exclusive jurisdiction for any lawsuit brought according to this Agreement as the Court of First Instance.
17. NOTICES

All notices under this Agreement shall be deemed to have been fully given when done in writing and deposited in mail, registered or certified, and addressed as follows:

To ACADEMIA SINICA:
Attention: Dr. Fu-Liang YANG
Director, Department of Intellectual Property and Technology Transfer, 

Academia Sinica
No.128, Sec. 2, Academia Road, 

Taipei 11529, 

Taiwan, R.O.C.

To LICENSEE:
Attention:
Either party may change its address upon written notice to the other party.
18. 
MICELLANEOUS
18.1 Waiver. No term of this Agreement can be waived except by the written consent of the party waiving compliance. 
18.2 Electronic Copy. The parties to this document agree that a copy of the original signature (including an electronic copy) may be used for any and all purposes for which the original signature may have been used. The parties further waive any right to challenge the admissibility or authenticity of this document in a court of law based solely on the absence of an original signature.
In witness whereof, LICENSEE and ACADEMIA SINICA have executed this Agreement in two originals by its duly authorized officer or representative.

ACADEMIA SINICA

President: Dr. Chi-Huey Wong
Representative/Signature: Dr. Chien-Jen Chen                        

Title: Vice President

Date:                       

Project Leader/Signature:                                        

Title:                        
Address: _________________________________________

Telephone:                  

Date:                       
LICENSEE :                        
Representative/Signature: ____________________________________

Title: ______________________
Address: __________________________________________

Telephone:                  

Date:     _________________ 
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Licensed Patents and that additional information or materials are listed as follows:
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